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DETAILED ACTION 

This Office action is responsive to communication received 01/28/2004 - 
application papers filed; 08/05/2004 - Oath. 
Claims 1-29 are pending. 
Following is an action on the MERITS: 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. §1 03(a) as being unpatentable over 

Nagai in view of Kobayashi and Long. Nagai shows every feature claimed with the 

exception of a loft of 33 degrees or more for the short metal irons, a loft of 33 degrees 

or less for the long metal irons, the claimed dimensional criteria for the face thickness, a 

substantially uniform wall thickness across the striking face of both the long and short 

irons and a relationship between the thickness of the striking plate of the long irons and 

the short irons. Kobayashi shows it to be old in the art to provide a thickness for the 

striking face that gradually decreases as the length of the shaft increases. See col. 2, 

lines 20-28 in Kobayashi. The patent to Kobayashi indicates that the thickness 

requirements desirably alter the elastic behavior of the striking face, thus, the amount of 

time that the club heads are in contact with the golf ball during impact between the club 

head striking face a the golf ball increases as the length of the club increases. This 

increase in ball contact with the striking face influences the direction of ball flight, since 
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the golf ball, when hit by the clubface, is influenced more greatly by the swing orbit of 
the club head, said influence increasing with an increase in club head length. See col. 
2, lines 28-55 in Kobayashi. Moreover, Kobayashi shows that it is old to provide a 
striking face with substantially uniform thickness (Figures 1 a-1 d). In view of the patent 
to Kobayashi, it would have been obvious to modify the device in the cited art reference 
to Nagai by providing plural clubs in order to define a "set" of clubs, and to further have 
modified the set of clubs to include long and short irons, with said irons having a specific 
relationship between one another insofar as the club face thickness, the motivation 
being to provide for a more stable and controllable flight path for a struck ball. As for 
the claimed striking plate thickness, note that Kobayashi provides an example, albeit for 
woods, that encompasses a range of between about 2 mm and 5 mm, said range 
including all of the claimed average wall thicknesses. Of further interest is the fact that 
Long obviates the use of a loft of 33 degree or less as well as a loft of 33 degree or 
more for long and short irons. See TABLE 1 in col. 6 showing a loft less than 33 
degrees for club nos. 1-6, with at least club nos. 1-3 conventionally being considered as 
long irons. Note club nos. 7-9 with a loft of at least 33 degrees, said clubs often being 
referenced as short irons. 

Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagai in view of Kobayashi, Long and Anderson. Nagai in view of Kobayashi and 
Long has been discussed above. Nagai lacks a suggestion that the casings are either 
cast or forged and further lacks a specific disclosure that first and second steels. 
However, it is noted that Kobayashi suggests that the face and club body may be 
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fabricated from different materials and then secured together (col. 6, lines 20-27). In 
addition, the first and second steels, as claimed, could be considered to be the same 
steel. There is nothing in the claim that stipulates that the steels must be diverse or 
distinct. Moreover, the fact that the casings are forged or cast may not necessarily 
further limit the structure of the club heads. These limitations might be argued as 
relating only to the method of making the head. Nonetheless, the prior art to Anderson 
is cited to show without question that it is old in the art to process a forged striking face 
and a cast main body and subsequently welding these two parts together to form a 
completed club head (col. 1 , lines 52-64 in Anderson). The Anderson patent provides 
the necessary motivation for using a forged face design for higher strength and a cast 
body design for lighter weight. In view of the patent to Anderson and the above 
reasoning, it would have been obvious to modify the device in the cited art reference to 
Nagai by providing a forged first and third casing as well as a cast second an fourth 
casing, the motivation being to take advantage of the desirable qualities of cast and 
forged metals. 

Claims 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagai in view of Kobayashi, Long, Campau and Shaw. Nagai in view of Kobayashi and 
Long has been discussed above. Nagai as modified lacks a suggestion of varying 
hardness from long to short irons as well as the specific hardness values claimed. 
Campau details that the hardness value of the material used for the faceplate as well as 
the thickness of the striking plate and the overall flexibility of the faceplate have an 
effect on the velocity of a struck ball. See col. 3, lines 15-27 and col. 4, line 53-67 and 
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col. 9, lines 5-32 in Campau. In addition, the prior art reference to Shaw indicates a 
specific relationship between the flexure of a face piece and the length of the clubs. 
See col. 2, lines 50-60 in Shaw, wherein it is noted that it is desirable to have low 
flexural modulus in long irons and higher flexural modulus in short irons. Here, flexural 
modulus may be controlled through a selection of specific materials. In view of the 
patents to Campau and Shaw, it would have been obvious to modify the device in the 
cited art reference to Nagai by varying the hardness of the strike face, with long irons 
having a greater hardness than the short irons, the motivation being to optimize ball 
distance when using the long irons and increase ball control when using the short irons. 

Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nagai in view of Kobayashi, Long, Campau, Shaw and Anderson. Nagai in view of 
Kobayashi, Long, Campau and Shaw has been discussed. Nagai, as modified, lacks a 
suggestion that the casings are either cast or forged and further lacks a specific 
disclosure that first and second steels. However, it is noted that Kobayashi suggests 
that the face and club body may be fabricated from different materials and then secured 
together (col. 6, lines 20-27). In addition, the first and second steels, as claimed, could 
be considered to be the same steel. There is nothing in the claim that stipulates that the 
steels must be diverse or distinct. Moreover, the fact that the casings are forged or cast 
may not necessarily further limit the structure of the club heads. These limitations might 
be argued as relating only to the method of making the head. Nonetheless, the prior art 
to Anderson is cited to show without question that it is old in the art to process a forged 
striking face and a cast main body and subsequently welding these two parts together 
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to form a completed club head (col. 1 , lines 52-64 in Anderson). The Anderson patent 
provides the necessary motivation for using a forged face design for higher strength and 
a cast body design for lighter weight. In view of the patent to Anderson and the above 
reasoning, it would have been obvious to modify the device in the cited art reference to 
Nagai by providing a forged first and third casing as well as a cast second an fourth 
casing, the motivation being to take advantage of the desirable qualities of cast and 
forged metals. 

Claims 20-29 appear to be allowable over the prior art references of record 
because it would not have been obvious to modify any of the prior art references of 
record to include the limitations of the claimed first and second cavities with the first 
cavity being located above the second cavity as measured with respect to the sole. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Note wall (14) in Kobayashi. Note the shape of the iron club 
head in Kenmi. Hardman shows inserts of varying hardness. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sebastiano Passaniti whose telephone number is 571- 
272-4413. The examiner can normally be reached on Mon-Fri (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Greg Vidovich can be reached on 571-272-4415. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 




.Sebastiano Passaniti 
Primary Examiner 
Art Unit 3711 



S.Passaniti/sp 
February 22, 2005 



